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IPR NEWS-AROUND THE WORLD
INCREASE IN THE US PCT NATIONAL STAGE FEES
The USPTO has announced an increase in the U.S. PCT National Stage Fee to reflect fluctuations in the consumer price.
The increase in fees is effective beginning 30th September 2007. The revised PCT Fee Schedule and the revised national
stage Transmittal Letter are available in the USPTO website.

ECJ FUNCTIONALITY DECISION ON TRADEMARKS
The European Court of Justice (ECJ) has clarified that the shape of a product which gives substantial value to it cannot
constitute a TM under EU rules, even if advertising campaigns have helped raise the shape’'92s reputation and attractiveness.
The ECJ made a ruling in a dispute between G-star and Italian fashion label Benetton over sales of Jeans in the

Netherlands. G-Star is the owner of a Dutch trade mark consisting of the shape and
stitching of jeans. G-Star brought an infringement action against Benetton claiming
that Benetton produced Jeans similar to theirs. Benetton counter-claimed for invalidity,
arguing that the shape in question gave substantial value to the goods and was
therefore barred from registration. G-Star responded that the shape had acquired
distinctiveness through an advertising campaign which pre-dated its registration.

U.S. SUPREME COURT TO DECIDE PATENT EXHAUSTION CASE
The U.S. Supreme Court has to decide on a patent exhaustion case between Quanta
and LG Electronics. The Korean chaebol LG licensed a set of patents to Intel.The
license expressly excludes Intel's customers and similarlynot cover any customer
product made by combining an Intel product with a non-Intel product. When LG sued
a host of Intel chip-based computer manufacturers for infringement, they complained
of attempted double-dipping.According to the defendants (including Quanta), their
use of licensed Intel chips implicated the first sale doctrine of patent exhaustion. Now
the Supreme Court has granted certiorari to determine whether LG’'92s narrow license
terms avoid exhaustion.

The very often obscured subject matter of today’s knowledge economy is the
invisible and  intangible intellectual wealth which comes from human brain and
manifested in the form of Invention, Technology, Patent, Trade Mark, Copyright
and so on. The published data reveals that Copyright revenues alone (US$ 1.4
trillion) contributed to around 11 percent of US GDP growth which is US $ 12
trillion  and accounts for almost double of India’s aggregate GDP in the year
2005. It is high time that India is awakened with its vast intellectual property
resources and protects it before it’s too late with simultaneous value addition
to its national wealth.

It is unfortunate that India, the land of immense knowledge wealth is condemned by others for piracy although
crude facts speak otherwise. There is a dire need for protection of our traditional knowledge and Bio-diversity which
is being recycled abroad and dumped in our country due to ignorance of IPR laws and abhorrence towards legal
protection. The condition of publication of research work without provisional application with Patent authorities
cause tremendous harm to our intellectual resource from being commercialized as the rule for protection is prior
registration and not prior disclosure.

ITAG has undertaken the project of creating awareness on Intellectual property rights amongst business, industry
and research institutions and helping them with proper IP asset management under a single window service plan
through a network of several offices within and outside India. We are an organization where research training and
consultancy go together in the field of IPR with the support of information technology and telecommunication.
Our Technology Resource Centre (TRC) at Pune is fully equipped with highly skilled manpower and a large training
infrastructure of more than 10000 square feet under one roof will cater to the growing need of knowledge
dissemination in this field. We believe in our human resource and continuous learning process and to provide
excellent service to our customers.
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PROPOSAL TO EXPAND THE DEFINITION OF BASMATI RICE
The Ministry of Agriculture (Government of India) has proposed
to expand definition of basmati to include more varieties of
aromatic long-grained rice. The proposal unveiled on 5th  of
September 2007 is aimed at facilitating development of new
varieties of the cereal having huge export market. In the
proposed definition of the evolved Basmati, the bar of having
one of the two parents from among the traditional basmati
varieties has been removed. Instead, it expands the definition
by including in the family history (genealogy), a Basmati variety
(Traditional or evolved) notified under Seed Act 1966, to pass
the "Basmati quality seeds" into the new evolved varieties. Thus,
it seeks to declare all varieties of Basmati Rice notified as Basmati
Rice under the Seeds Act, 1966 (54 of 1966) and any future
variety notified as Basmati under the same Act. This proposal
has been forwarded to the Ministry of commerce for
consideration.

GI FOR NILGIRIS, ASSAM TEAS
At the 25th annual general meeting of the Tea Trade Association
of Coimbatore, Mr. Basudeb Banerjee, Chairman of the Tea
Board said that on the lines of Darjeeling teas, Nilgiris Highgrown
brokens and Assam Orthodox teas would soon be registered
under Geographical Indication (GI) to prevent the misuse of
these unique teas from India.

PRIVATE FIRM BAGS BIODIESEL PATENT
The Central Leather Research Institute (CLRI) has unveiled its
patented technology for production of bio-diesel from vegetable
oil in September. The technology developed by CLRI Chemical
Engineering Department scientists, relates to production of
biodiesel by catalytic transesterification of vegetable oils. The
patent has been transferred to a private company Vel Biodiesel
Energy Pvt. Ltd. for commercial exploitation.

ROCHE FILES A PATENT INFRINGEMENT CASE AGAINST DR. REDDY'S
LABORATORIES LTD.
The Swiss drugmaking company Roche Holding AG has sued
Dr. Reddy's Laboratories Ltd. (DRL) in the US to stop it from selling
a generic version of Roche's osteoporosis drug Boniva. Roche’s
suit follows DRL’s notification to Roche of its intention to launch
a generic product. Roche says Boniva, which is sold as Bonviva

in Europe, is covered by patents expiring during 2012 to 2023.

AMUL WINS TRADE MARK CASE
Amul's name cannot be used by any other proprietor even if
the company is selling goods other than that sold by the
proprietor, who has registered the trademark. The Gujarat High
Court in a landmark judgement on 24th September 2007 had
ruled that a registered trade mark user has the right to restrict
others from using their trade mark for different class or goods.
The High Court noted that a registered trade mark is infringed
by a person who, not being a registered proprietor or a person
using by way of permitted use, uses in the course of trade, a
mark which is identical with or similar to the registered trade
mark and is used in relation to goods or services which are not
similar to those for which the trade mark is registered. The High
Court also noted the contention of using a trade mark for a
long time, without valid permission, is not acceptable, as passing
off is a recurring wrong and therefore can be prevented at any
stage and at any time.

LUPIN WINS ALTACE  PATENT CASE  IN  U.S.
India’s Lupin has won its patent challenge against King
Pharmaceuticals and Sanofi-Aventis for blood pressure drug
Altace with sales of about $700 million in the U.S. alone. A U.S.
Federal Appeals Court ruled that the patent for Altace,
chemically known as Ramipril, was invalid on the grounds of
being obvious. The Appeals Court also overturned a lower court
ruling that Lupin infringed the patent by seeking approval to
market a generic version of the drug. Canada’s Cobalt
Pharmaceuticals was the first company to challenge Sanofi-
Aventis’ patent for Altace, which is marketed in the U.S. by King
Pharmaceuticals. Though King filed a patent infringement case
against Cobalt initially, the two companies reached an out-of-
court settlement whereby Cobalt secured a non-exclusive right
to market a generic Ramipril supplied by King. Lupin was the
second firm to challenge the patent. The Federal Circuit’s
decision was based partly on a recent ruling by U.S. Supreme
Court in a case between information technology firm KSR and
Teleflex. In its judgment, the U.S. Supreme court had set out
certain conditions for proving non-obviousness which is one of
the three conditions to the grant of a patent in an innovation.
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Energy and persistence conquer all things.” - Benjamin Franklin

NEW IP LITIGATION CASES
New Pharmaceutical Patent Actions filed in US in September 2007
1. Sepracor Inc. et al  v Sun Pharmaceutical Industries Ltd.
Sepracor sued Sun in the District Court of New Jersey alleging infringement of U. S. Patent Nos. 7,211,582; 7,214,683 and 7,214,684
following Sun’s Paragraph IV ANDA for a generic version of Sepracor's Clarinex® (desloratidine) product.
(filed  4thSeptember  2007)
2. Hoffman-La Roche Inc. v Mutual Pharmaceutical Company, Gate Pharmaceuticals et al. and Teva Pharmaceurticals USA,
Inc. et al.
Hoffman-La Roche Inc. sued the above-identified defendants in three separate actions in the District Court of New Jersey
alleging infringement of U. S. Patent Nos. 7,192,938 and 6,294,196. Roche’s suit follows a Paragraph IV ANDA by the defendants
for a generic version of Roche's Boniva® (Ibandronate sodium) product. (filed 7th September 2007)
3. Purdue Pharma LP et al. v Apotex Inc. et al.
Purdue filed two separate actions in the District Court of Delaware and Southern District of New York against Apotex alleging
infringement of U. S. Patent No. 5,508,042 following Apotex’s Paragraph IV ANDA a generic version of Purdue’s OxyContin®
(controlled release oxycodone hydrochloride) product. (filed 12th September  2007)
4. Santarus Inc. et al. v Par Pharmaceutical Inc.
Santarus sued Par in the District Court of Delaware alleging infringement of U. S. Patent Nos. 6,699,885 ; 6,489,346 and 6,645,988
following Par’s Paragraph IV ANDA for a generic version of Santarus' Zegerid® (omeprazole/sodium bicarbonate) product.
(filed  13th September  2007)
5. Orion Corporation v Wockhardt USA Inc. et al.
Orion sued Wockhardt in the District Court of Delaware alleging infringement of U. S. Patent Nos. 5,446,194 and 5,135,950 following
Wockhardt’s Paragraph IV ANDA for a generic version of Orion's Comtan® (Entacapone) product. (filed  13th September  2007)
6. Celgene Corporation et al. v Teva Pharmaceuticals USA, Inc.
Celgene sued Teva in the District Court of New Jersey alleging infringement of U. S. Patent Nos. 5,908,850; 6,355,656 ; 6,528,530;
5,837,284 and 6,635,284 following Teva’s Paragraph IV ANDA for a generic version of Novartis' Focalin XR® (extended release
dexmethylphenidate hydrochloride) product. (filed 14th  September  2007)
7. Elan Corporation PLC v Teva Pharmaceuticals USA Inc.
Elan sued Teva in the District Court of Delaware alleging infringement of U. S. Patent Nos. 6,228,398 and 6,730,325 following Teva’s
Paragraph IV ANDA Novartis' Focalin® XR (extended release dexmethylphenidate hydrochloride) product.
(filed  14th September  2007)



"If thou thinkest twice before thou speakest once, thou wilt speak twice the better for it." - William Penn

FOREST LABORATORIES, INC., FOREST LABORATORIES HOLDING,
LTD., AND H. LUNDBECK A/S (COLLECTIVELY FOREST) v IVAX
PHARMACEUTICALS, INC. AND CIPLA, LTD.
Ivax filed a paragraph IV ANDA seeking approval to market
generic tablets containing 5, 10, or 20 mg of escitalopram
oxalate (EO) certifying that the claims of US. Reissue Patent
34,712 (the ‘712 patent) were invalid and/or not infringed by
the proposed generic product. Cipla was the intended supplier
of EO for Ivax and contributed information for the filing of the
ANDA. Forest sued Ivax for filing of the ANDA and alleged
infringement of the ‘712 patent under 35 U.S.C. § 271(e)(2)(A).
Forest later amended its complaint to add Cipla as a defendant.
The involved parties stipulated to a specific claim construction
for the primary disputed term in the ‘712 patent, and, based
on that agreement, the parties further stipulated that the
proposed products included in the ANDA infringed claims 1, 3,
5, 7, and 9 of the ‘712 patent and that the proposed process
for making those products infringed claim 11. Thus, The United
States District Court for the District of Delaware was only required
to reach a determination with respect to the counterclaims,
including those asserting that the claims were invalid for
anticipation and obviousness, and that they were improperly
broadened through reissue. After a bench trial, the District Court
concluded that Ivax and Cipla failed to prove that the ‘712
patent was invalid as anticipated or obvious. The court entered
judgment in accordance with its opinion and enjoined both
Ivax and Cipla “from commercially making, using, offering to
sell or selling within the United States, or importing into the United
States any products that infringe the ‘712 patent, including the
escitalopram oxalate products referred to in the ANDA…” until
the expiry of the ‘712 patent. Ivax and Cipla appealed. The
CAFC affirmed the District Court judgment except with the
stipulation that the injunction would apply only to escitalopram
oxalate. SCHALL, Circuit Judge, dissented from the part of the
court’s opinion affirming the District Court’s action enjoining
Cipla. The case was decided on 5th September 2007.

DAIICHI SANKYO CO., LTD. vs APOTEX, INC. AND APOTEX CORP.
(COLLECTIVELY APOTEX)
Daiichi sued Apotex in the U. S. District Court for the District of
New Jersey following Apotex’s paragraph IV ANDA for generic
Ofloxacin ear drop certifying that Daiichi’s U.S. Patent No.
5,401,741 (the ‘741 patent) was invalid and/or not infringed.
Following a Markman hearing and a bench trial, the District
Court concluded that the ‘741 patent was not invalid. The court
also found that Daiichi did not intend to deceive the Patent
and Trademark Office during prosecution of the ‘741 patent.
Finally, because Apotex stipulated that the subject matter of
its ANDA fell within the scope of the claims of the ‘741 patent,
the court found that Apotex infringed the ‘741 patent. Apotex
appealed and the CAFC reversed the judgment of the trial
court.
One of the key issues in this case was determination of who
could be the “ordinary person skilled in the art”? The ‘741 patent
related to a method for treating bacterial ear infections by
topically administering the antibiotic Ofloxacin into the ear.
Claim 1 of the ‘741 patent was directed to a method for treating
otopathy which comprises the topical otic administration of an
amount of Ofloxacin or a salt thereof effective to treat otopathy
in a pharmaceutically acceptable carrier to the area affected
with otopathy.
The District Court concluded that the ordinary person skilled in
the art pertaining to the ‘741 patent “would have a medical

degree, experience in treating patients with ear infections, and
knowledge of the pharmacology and use of antibiotics. This
person would be . . . a pediatrician or general practitioner—
those doctors who are often the ‘first line of defense’ in treating
ear infections and who, by virtue of their medical training,
possess basic pharmacological knowledge.” Apotex disagreed
and argued that the District Court erred in this determination
and that one having ordinary skill in the relevant art could be
properly defined as “a person engaged in developing new
pharmaceuticals, formulations and treatment methods, or a
specialist in ear treatments such as an otologist, otolaryngologist,
or otorhinolaryngologist who also has training in pharmaceutical
formulations.”
The CAFC noted that several factors may have to be considered
in determining level of ordinary skill in the art such as: (1) the
educational level of the inventor; (2) type of problems
encountered in the art; (3) prior art solutions to those problems;
(4) rapidity with which innovations are made; (5) sophistication
of the technology; and (6) educational level of active workers
in the field. The CAFC observed that the art involved in the ‘741
patent was the creation of a compound to treat ear infections
without damaging a patient's hearing. This would have required,
and also described in the written description details, the
inventors’ testing Ofloxacin on guinea pigs and their findings
that ototoxicity did not result from the use of their compound.
Such animal testing, the CAFC noted, is traditionally outside
the realm of a general practitioner or pediatrician. The CAFC
also considered that although a general practitioner or
pediatrician could (and would) prescribe the invention of the
‘741 patent to treat ear infections, he would not have the
training or knowledge to develop the claimed compound
absent some specialty training such as that possessed by
inventors of the ‘741 patent. Accordingly, the CAFC concluded
that the level of ordinary skill in the art of the ‘741 patent was
that of a person engaged in developing pharmaceutical
formulations and treatment methods for the ear or a specialist
in ear treatments such as an otologist, otolaryngologist, or
otorhinolaryngologist who also had training in pharmaceutical
formulations. On the issue of obviousness, the CAFC held that
the invention of the ‘741 patent would have been obvious to
one having ordinary skill in the art at the time of the invention.
The Precedential Opinion was Issued: 12th September 2007)

MEMC ELECTRONIC MATERIALS, INC. v MITSUBISHI MATERIALS
SILICON CORPORATION AND OTHERS (COLLECTIVELY SUMCO)
MEMC sued SUMCO in the District Court for the Northern District
of California alleging SUMCO of actively inducing infringement
of U.S. Patent No. 5,919,302 (the ‘302 patent) entitled “Low
defect density vacancy dominated silicon”. The ‘302 patent
disclosed single crystal silicon substantially free of agglomerated
vacancy intrinsic point defects and a method for its preparation.
SUMCO asserted affirmative defenses of non-infringement and
invalidity of the ‘302 patent. The trial court held that the asserted
claims of the ‘302 patent were invalid for lack of enablement
but not for anticipation or obviousness. With respect to the issue
of infringement, the trial court granted SUMCO’s motion to
exclude the expert report and testimony of MEMC’s expert
witness and granted SUMCO’s motion for summary judgment
that its products did not infringe the asserted claims of the ‘302
patent. On appeal, the CAFC affirmed the trial court judgment
of non-infringement. However, noting that there were genuine
issues of material fact on the issue of enablement, the CAFC
vacated the trial court’s summary judgment of invalidity for
lack of enablement on 20th September 2007.

RECENT JUDGMENTS ON IPRs

AT ITAG

DATE             TOPIC                    SEMINAR BY

22-09-2007   Claim Drafting     Ravindra Swami

29-09-2007   Invalidity search  Ravindra Swami

WEEKLY SEMINARS

ITAG BEGINS
PUNE OPERATIONS
ITAG has started its
Pune operations
under Dr. Shrikant
Kulkarni, a renowned
expert in the field of
IPR. A team of 10 IPR
experts have  joined
under him.

Standing (L to R) Dr. Manisha Kulkarni, Dr. Shrikant Kulkarni,
Mr. Yogesh V. Khamar, Dr. Dhanpat Ram Agarwal,
Mr. Anurag Gautam, Mr. Prafulla Wange, Mr Salil Inamdar
and Mr. P. P. John
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"To see what is right and not to do it is cowardice." - Confucius
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SNAPSHOT

The U.S. “core” copyright industries
accounted for an estimated 6.56% of
the US GDP in 2005.

The U.S. “total” copyright industries
accounted for an estimated 11.2% of
GDP in 2005.

The “core” copyright industries were
responsible for 12.96% of the growth
achieved in 2005 for the U.S. economy
as a whole.

Source: Copyright industries in the U.S.
Economy: The 2006 Report


